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DETAILED ACTION 



Response to Request for Continued Examination 



1 . This action is issued in reply to applicant's Request for Contined Examination(RCE)(Paper 
#16) filed 12/2/02. 

2. Claims 2-5,13,16-19,21,22 were cancelled.Claims 1,6-8,10,14,20,23 were amended.No new 
claims were added. 

3. Claims 1,6-12,14-15,20,23 as amended, are pending. 



4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

5. Claim 1 is rejected under 35 USC 103(a) as unpatentable over Hayosh(US Pat. No: 
6,212,504) in view of Schrader(US Pat. No: 5,903,881). 

6. Claim 1 is rejected under 35 USC 103(a) as unpatentable over Hayosh(US Pat. No: 
6,212,504) in view of Camey(US Pat. No: 5,367,148). 

7. (AMENDED) As per claim 1, Hayosh teaches a method for preventing check fraud, the method 
comprising the steps of providing a bank with a bank routing number and providing a customer 
having an account with the bank and a corresponding account number(Fig 1) having the customer 



Claim Rejections - 35 USC § 103 
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electronically create a check containing at least, a payee, an amount, a date, a customer name, 
and a check number(Fig 1). Hayosh teaches attaching a bar code on the check(Fig 1) using 
electronic placement means wherein the bar code contains the customer's account number, the 
bank's routing number and at least one piece of information selected from the group consisting 
of, the payee, the amount, the date, the customer's name, and the check number(col 1 1 line 1 1-col 
14 line 22). Carney teaches delivering the check to the bank and scanning the bar code and, 
paying the check only if the information printed on the check is identical to the at least one piece 
of information on the bar code(col 4 lines 5-38). It would have been obvious to one skilled in the 
art at the time of the invention to combine Hayosh in view of Carney to teach the above. The 
motivation to combine is to teach a system for fraud prevention for checks as enunciated by 
Camey(col 2 lines 45-48). 

************************************************** 

8. Claims 10-1 1,20 are rejected under 35 USC 103(a) as unpatentable over Royer(US Pat. No: 
6,195,452). 

9. (AMENDED)As per claim 10, Royer teaches a method for preventing fraud, the method 
comprising the steps of providing a drawer having an account with a corresponding account 
number(Fig 1/80B) providing a drawee with a drawee routing number(Fig 1/80A) providing 
means for creating a negotiable instrument( Abstract) creating at least one negotiable instrument 
containing at least a payee(Fig 1/30) an amount(Fig 1/40) a date(Fig 1/70), and a drawee's 
identity(Fig 1/30) providing a machine readable code and attaching the machine readable code on 
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the at least one negotiable instrument, the machine readable code containing the drawer's account 
number(Fig 4/600) the drawee^s routing number(Fig 1/80A) and at least one piece of information 
selected from the group comprising, the payee, the amount, the date, the identity of the drawer, a 
memo, and a identifier number corresponding to the at least one negotiable instrument(Fig 
4/500).Royer does not specifically teach one of the above elements but instead teaches fields for 
a check verity code(col 7 lines 23-45). It would have been obvious to one skilled in the art at the 
time of the invention to include identity or a memo in the field for identification purposes. The 
motivation for this is to establish a fraud detection system for checks. 
10. (AMENDED) As per claim 1 1 Royer teaches the method of claim 10, wherein the method 
further comprises the steps of the drawee receiving the at least one negotiable instrument and 
scanning the machine readable code(Fig 4). 

1 1 .(AMENDED) As per claim 20 Royer teaches a method for integrating the creation and 
processing of negotiable instruments, the method comprising the steps of providing a drawer 
having an account with a corresponding account number(Fig 1/80B) providing a drawee with a 
drawee routing number(Fig 1/80A) creating at least one negotiable instrument containing 
information that contains at least, a payee(Fig 1/50) an amount(Fig 1/40) a date(Fig 1/70) and a 
drawee's identity(Fig 1/60) providing a machine readable code and attaching the machine 
readable code on the at least one negotiable instrument(Fig 4/90a-90j) the machine readable code 
containing the drawer's account number(Fig 1 /BOA/SOB), the drawee's routing number and at 
least one piece of information selected from the group comprising, the payee, the amount me 
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date, the identity of the drawer, a memo, and a identifier number corresponding to the at least one 
negotiable instrument(Fig 4/500).Royer does not specifically teach one of the above elements but 
instead teaches fields for a check verity code(col 7 lines 23-45). It would have been obvious to 
one skilled in the art at the time of the invention to include identity or a memo in the field for 
identification purposes. The motivation for this is to establish a fraud detection system for 
checks. 

***************************************************** 

12. Claims 6,7-9,12,14 are rejected under 35 USC 103(a) as unpatentable over Camey(US Pat. 
No: 6,181,814) in view of Schrader(US Pat. No: 6,195,452). 

13. (AMENDED) As per claim 6 Carney teaches a method for preventing fraud, the method 
comprising the a drawee(Abstract)(Fig 1) providing a drawer having an account with the drawee 
and a corresponding account number(Fig 1) and delivering to the drawee at least one negotiable 
instrument drawn to the drawer's account(Fig 1). Carney fails to teach putting the at least one 
negotiable instrument into an electronic format to be viewed on the Internet and viewing the at 
least one negotiable instrument on the Internet and having the drawer advise the drawee which of 
the at least one negotiable instruments to pay.Schrader teaches this(Abstract)(Fig l)(Fig 5).It 
would have been obvious to one skilled in the art at the time of the invention to combine Carney 
in view of Schrader to apply these methods to the Internet. The motivation for this is to provide 
an online banking software produict that integrates accoxmt management as enunciated by 
Schrader(col 5 lines 48-57). 
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14. (AMENDED) As per claim 7 Carney teaches the method of claim 6. Camey does not 
specifically teach wherein putting the at least one negotiable instrument into an electronic format 
to be viewed on the Internet comprises the steps of: entering the information from the negotiable 
instrument into an electronic database and linking the electronic database with the drawer's 
account. Schrader teaches this(Fig 4)(Fig 5)(Fig 7)transferring information from the electronic 
database to the Intemet.lt would have been obvious to one skilled in the art at the time of the 
invention to combine Camey in view of Schrader to teach the above and to apply this 
methodology to the internet as an automation of existing technology.The motivation for this is to 
provide an online banking software produict that integrates account management as enunciated 
by Schrader(col 5 lines 48-57). 

15. (AMENDED) As per claim 8 Camey teaches the method of claim 6. Camey does not 
specifically teach wherein viewing the at least one negotiable instrument on the Internet 
comprises the steps of determining if any of the at least one negotiable instruments were created 
by the drawer and electronically marking any of the at least one negotiable instrument that were 
created by the drawer and viewing the instrument on the Internet and transferring information 
from the electronic database to the Internet. Schrader teaches this(Abstract)(Figs l-7).It would 
have been obvious to one skilled in the art at the time of the invention to combine Carney in view 
of Schrader to teach the above and to apply this methodology to the internet as an automation of 
existing technology.The motivation for this is to provide an online banking software product that 
integrates account management as enunciated by Schrader(col 5 lines 48-57). 
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16. As per claim 9 Carney teaches the method of claim 8, wherein the method further comprises 
the step of paying the at least one negotiable instrument that the drawer has advised the drawee to 
pay(col 2 lines 49-col 3 line 2). 

17. As per claim 12, Carney teaches the method of claim 11, wherein the method further 
comprises the steps of the drawee of determining whether information printed on the at least one 
negotiable instrument is identical to the at least one piece of information on the machine readable 
code; and, paying the negotiable instrument only if the information on the machine readable code 
is identical to the at least one piece of information on the at least one negotiable instrument(col 2 
line 49-col 3 line 2). 

18. (AMENDED) As per claim 14, Carney teaches the method of claim 13, wherein after 
scanning the machine readable code, the method comprises the step of automatically comparing 
the information on the at least one negotiable instrument to the information in the drawee 
database(col 4 line 66-col 5 line 65)(col 4 lines 16-24). 

19. Claims 15, 23 are rejected under 35 USC 103(a) as unpatentable over Camey(US Pat. No: 
6,181,814) in view of Schrader(US Pat. No: 6,195,452) and further in view of Royer(US Pat. No: 
6,195,452). 

20. As per claim 15 Carney teaches the method of claim 12. Carney does not teach specifically 
wherein determining whether information printed on the at least one negotiable instrument is 
identical to the at least one piece of information on the machine readable code comprises the step 
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of notifying the drawer if the information printed on the at least one negotiable instrument is not 
identical to the at least one piece of information on the machine readable code. Royer teaches 
this(Fig 4)(col 9 lines 30-52).It would have been obvious to one skilled in the art at the time of 
the invention to combine Carney in view of Schrader to teach the above and to apply this 
methodology to the internet as an automation of existing technology. The motivation for this is to 
provide an online banking software produict that integrates account management as enunciated 
by Schrader(col 5 lines 48-57). It would also have been obvious to one skilled in the art at the 
time of the invention to combine Carney in view of Schrader and further in view of Royer to 
teach the above and to apply this methodology to the internet as an automation of existing 
technology.The motivation for this is to provide an improved method for detecting the 
authenticity of negotiable instruments as enunciated by Royer(col 1 lines 48-52). 
21. (AMENDED) As per claim 23 Carney teaches according to the method of claim 22. Carney 
does not specifically teach the following but Royer teaches wherein the method further 
comprises the steps of providing an integrated system, wherein the drawee and the drawer's 
creation of the at least one negotiable instrument are linked(col 2 lines 20-63) whereby when the 
at least one negotiable instrument is created(Fig. 1), the information is stored in a drawee 
database and providing means for the drawer to view the drawer's account(Fig 1/80A/80B). 
Royer teaches accepting or rejecting checks based on validity(Fig 4/900).It would have been 
obvious to one skilled in the art at the time of the invention to combine Carney in view of 
Schrader to teach the above and to apply this methodology to the internet as an automation of 
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existing technology.The motivation for this is to provide an online banking software produict that 
integrates account management as enunciated by Schrader(col 5 lines 48-57). It would also have 
been obvious to one skilled in the art at the time of the invention to combine Carney in view of 
Schrader and further in view of Royer to teach the above and to apply this methodology to the 
intemet as an automation of existing technology.The motivation for this is to provide an 
improved method for detecting the authenticity of negotiable instruments as enunciated by 
Royer(col 1 lines 48-52). 

Response to Arguments 

22. Applicant's arguments with respect to claims as amended have been considered but are 
moot in view of the new ground(s) of rejection. 

Double Patenting 

23. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In reLongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
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provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.1 30(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 



24. Claims 1,6-8,10,14,20,23 are rejected under the judicially created doctrine of double 
patenting over claims 1-14 of U. S. Patent No. 6,390,362 since the claims, if allowed, would 
improperly extend the "right to exclude" already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the patent and is 
covered by the patent since the patent and the application are claiming common subject matter, as 
the claims do not appear to be patentably distinct. 

Furthermore, there is no apparent reason why applicant was prevented from presenting 
claims corresponding to those of the instant application during prosecution of the application 
which matured into a patent. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 1968). 
See also MPEP § 804. 

Conclusion 

25. TfflS ACTION IS MADE NON-FINAL. 
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26. Any questions concerning this communication should be addressed to the examiner of 
record, Dr. Geoffrey Akers, P.E., who can be reached between 6:30 AM and 5:00 PM Monday 
through Friday at (703)-306-5844. If attempts to contact the examiner are unsuccessful, the 
examiner's superior, Mr. Vincent Millin, SPE, may be telephoned at (703)-308-1065. 

The fax number for Formal or Official faxes and Draft or Informal faxes to Technology 
Center 2100 or this Art Unit is (703)-308-6296 or 6306. Any inquiry of a general nature or 
relating to the status of this application should be directed to the Group receptionist whose 
telephone number is (703)-305-3900. 
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New coirecnd dnwiogs must be filed with th9 changes incofpomcd therein 
IdcofifyiH Micia: if piovMel should iMiute 
tavcMor't OHM. and ipplifirifffl number, or docket number (if any) if an 
applicttionNMnberhasnoibceaasrigoedcotheappttcation. irihUittfi)nnaiioais 
pro<^ k muii be placed 00 the ttom of each sheei and cenufcd within the 10^^ 
m«8>a- W coneeiid drawings are required in a Notice of Allowebility (PTOL. 
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the Official Oraftsperson. 

2, Corr«cti««u other than Inrormaiitlcs Noted by Oraftsperson on form PTO- 
948. 

All changes to the drawings, other than informalities noted (he Oraiisperson. 
MUST be made in the same manner as above except that, normally, a hiijhiiithted 
(preferably red ink) sketch ofihe changes to be incorporaieo into the m\s 
drawings Mt'ST be approved by the examiner before ih< jppliciiion will be 
allowed. No changes wll be permitted to be made, other -.nan correction oi* 
informalities, unless the examiner has approved the proposcc changes 
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